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REMARKS/ARGUMENTS 

Claim 1-1 1 remain pending. No amendments to the claims have been made at this time. 
Telephone Interview Summary and Clarification of the Record 

Applicants thank Supervising Examiner Albert K. Wong for confirming that the Office Action 
dated March 12, 2009 has been replaced by the Office Action dated September 21, 2009, in a 
telephone interview with Applicants' representative, Shin Hung. 

Applicants also thank Examiner Wong for confirming that the time period for response has 
been reset and that Office Action dated March 12, 2009, will be vacated and removed from the 
file. 

Applicants note that the telephone interview summary prepared by Examiner Wong incorrectly 
states the date of the pending Office Action to be September 14, 2009, when in fact the 
notification date of the pending Office Action is September 21, 2009 . Applicants believe that 
the time period for response must be calculated from the notification date of September 21 , 
2009. 

Furthermore, Applicants respectfully submit that, for the record, the telephone interview 
referred to by the Examiner was conducted on April 8, 2009 and not on May 14, 2009 as 
indicated by the Examiner in the Office Action dated September 21, 2009 at page 1. 
Applicants submitted a formal interview summary on May 14, 2009. 

Detailed Response 

Applicants provide a detailed response below to the issues raised by the Examiner in the 
"Detailed Action" section of the Office Action dated September 21, 2009. 
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Rejections Under 35 U.S.C. § 103 

The Examiner has rejected claims 1-7 and 9-11 as unpatentable over U.S. Patent No. 
5,408,060 to Muurinen (hereinafter "Muurinen") in view of commonly assigned U.S. 
Publication No. 2002/0054676 to Zhao, et al. (hereinafter "Zhao"). The Examiner has rejected 
claim 8 as unpatentable over Muurinen in view of Zhao and in further view of U.S. Patent No. 
6,693,272 to Adachi. Applicants respectfully disagree. 

The Examiner has not made a prima facie case for rejection under section 103 because: (1) 
the references fail to disclose or suggest all claim elements; and (2) there is no valid reason in 
the record for picking and choosing elements from the disparate references. 

The References Fail to Disclose or Suggest All Elements 

Applicants submit that Muurinen and Zhao, either alone or in combination, fail to disclose all 
the elements of independent claim 1. In particular, the cited references neither disclose nor 
suggest an input mode selector and a backlight controller responsive to the active input mode 
provided by the input mode selector, as recited in claim 1. 

To make a prima facie case under section 103, the Examiner's burden includes (but is not 
limited to) citing references that teach or suggest all of the features of a claimed invention. 
E.g. , In re Ochiai , 71 F.3d 1565, 1572 (Fed. Cir. 1995); In re Wada and Murphy , Appeal No. 
2007-3733, slip op. at 7 (BPAI 2008). If the references fail to teach or suggest one or more 
elements, the Examiner's prima facie case is flawed for failing to meet this legal standard. 

Muurinen does not teach or suggest an input mode selector and a backlight controller as 
claimed in claim 1. The Examiner has apparently conceded that Muurinen does not teach or 
suggest an input mode selector. See page 1 of the Office Action, saying that the issue 
"regarding the claimed (automatic) 'input mode selector', which was previously rejected by the 
Muurinen reference, is now addressed by using a new prior art, Zhao et al...." It follows, 
therefore, that Muurinen does not, and could not, disclose or suggest "a backlight controller 
responsive to the active input mode provided by the input mode selector for controlling at least 
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one light source to selectively illuminate one of the at least two pre-existing indicia on the 
plurality of keys," as recited in claim 1. 

Zhao does not teach disclose or suggest these elements, either. According to the Examiner, 
Zhao teaches a mobile device having an "input mode selector for (automatic) receiving from 
one of the at least two applications, a signal indicative of a default active input mode in 
response to execution of the one of the at least two applications and for determining an 
active input mode of the keyboard of the mobile device in accordance with the received 
signal indicative of the default active input mode" (emphasis in original). 

Analysis of the portions of Zhao upon which the Examiner relies shows that claim elements in 
question are absent. The Examiner cited paragraphs [0020], [0022], [0029] and [0032] of 
Zhao as describing an input mode selector. Zhao describes that "the mode of operation (data, 
telephony or joint) for the multifunctional keyboard 51 is preferably determined by the 
keyboard mode control software module 54 [...] the keyboard mode control software 54 will 
preferably automatically set the multifunctional keyboard 51 to a preferred mode", thereby 
controlling the conversion of the unique input signal from the letter keys of the multifunctional 
keyboard into character codes or telephony tone signals based on the mode of operation of 
the device (see paragraph [0029] of Zhao et al). Thus, Zhao deals with assigning functionality 
to multifunctional keys based on the mode of operation of the device. 

However, Zhao does not teach or suggest a input mode selector which provides an signal 
indicative of a default active input mode to a backlight controller for controlling at least one 
light source to selectively illuminate one of the at least two pre-existing indicia on the plurality 
of keys. 

Furthermore, Zhao does not teach or suggest a backlight controller at all as Zhao is not 
concerned with the selective illumination of one of the at least two pre-existing indicia on a 
key. 

Thus, Muurinen and Zhao, either alone or in combination, do not teach an input mode selector 
and a backlight controller that controls, in response to an active input mode provided by the 
input mode selector, at least one light source to selectively illuminate one of the at least two 
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pre-existing indicia on the plurality of keys of a keyboard of a mobile device, as claimed in 
claim 1. 

Clearly, Muurinen and Zhao do not teach or suggest each and every feature as claimed in 
claim 1. Consequently, Applicants respectfully submit that claim 1 and its dependent 
claims 2 -1 1 are not obvious in light of the cited references, either alone or in combination. 

With respect to claim 8, nothing in Adachi teaches or suggests an input mode controller or an 
backlight controller. Thus, Adachi in combination with Muurinen and Zhao does not teach or 
suggest each and every feature as claimed in claim 8. 

There Is No Basis for Combination of Elements from Disparate References 

Applicants submit that, at least for the reasons elaborated above, Muurinen and Zhao do not 
teach or suggest each and every feature recited in claim 1 (and Muurinen and Zhao and 
Adachi do not teach or suggest each and every feature recited in claim 8). Thus, even if one 
skilled in the art were to have ample reason to pick and choose elements from the disparate 
references, the claimed subject matter would not be the result. 

The Examiner's conclusions are further unsupported, however, because there is no basis in 
the record for combining elements from the disparate references. 

The Examiner found that "it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to alternatively provide to the mobile device of Muurinen an 
(automatic) input mode selector for (automatic) receiving from one of the at least two 
applications, a signal indicative of a default active input mode in response to execution of 
the one of the at least two applications and for determining an active input mode of the 
keyboard of the mobile device in accordance with the received signal indicative of the default 
active input mode, as suggested by Zhao et al., so that explicit or manual mode selection of 
said mobile device can be alternatively substituted by said (automatic) mode selection, as 
explained above" (emphasis in original). 
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The Examiner's analysis is legally incorrect for the following reasons: (1 ) the Examiner has 
supplied no evidence supporting selection of elements from the disparate references; (2) the 
Examiner is using the Applicants own disclosure against the Applicants; and (3) the Examiner 
misapplies the rules respecting design choice. 

Proper Analysis Requires Evidence 

In light of the decision of KSR Int'l Co. v. Teleflex Inc., 127 S. Ct. 1727 (2007), the teaching, 
suggestion and motivation route of analysis is not the only route open to the Examiner. In this 
case, this route is the only one that the Examiner has selected (the Examiner has not made a 
record to support any other route), and so the Examiner must comply with the rules applicable 
to that route of analysis. 

There must be some evidence in the record to support a motivation or suggestion to combine 
specific elements from cited references in such a way as to arrive to the combination recited in 
the claims. See, e.g., Yamanouchi Pharmaceutical Co., Ltd. v. Danbury Pharmacal, Inc., 231 
F.3d 1339, 1343 (Fed. Cir. 2000) ("the suggestion to combine requirement stands as a critical 
safeguard against hindsight analysis and rote application of the legal test of obviousness"). 
The Examiner must demonstrate with evidence and reasoned argument that there was a 
teaching, suggestion or motivation to select and combine features from the cited references. 
E.g., In re Lee, 61 USPQ2d 1430, 1433 (Fed. Cir. 2002); see also KSR, 127 S. Ct. at 1741 
("[Rejections on obviousness grounds cannot be sustained by mere conclusory statements; 
instead, there must be some articulated reasoning with some rational underpinning to support 
the legal conclusion of obviousness") (quoting In re Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006)). 
Moreover, the prior art must suggest the desirability of the combination, not merely the 
feasibility. In re Fulton, 73 USPQ2d 1141, 1145 (Fed. Cir. 2004). 

In this case, there is no evidence in the record supporting a rationale for selecting elements 
from disparate references. The Examiner cited no evidence for the rationale, and the 
Examiner's conclusion was clearly unsupported by articulated reasoning. 
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The Examiner Drew the Rationale From the Applicant's Own Disclosure 

As a matter of law, the Examiner may not use an Applicant's own disclosure against the 
Applicant. In re Oetiker, 24 USPQ2d at 1446 ("That knowledge [referring to the impetus to 
combine elements from various references] cannot come from the applicant's invention 
itself."); In re Dembiczak, 50 USPQ2d 1614, 1617 (Fed. Cir. 1999) (Taking the inventor's 
disclosure "as a blueprint for piecing together the prior art to defeat patentability [is] the 
essence of hindsight."). 

The purported impetus for combination of elements from the disparate references was to 
provide for "automatic mode selection." Muurinen teaches only manual mode selection (or 
mode selection by as user using a pushbutton, which can only send a signal and cannot 
receive any signals). Input mode selector that receives a signal indicative of active input 
mode is not mentioned anywhere in Muurinen. 

With respect, the Examiner's comments in the September 12, 2009 action do not address the 
distinctions between Muurinen and the present application, nor does the addition of the 
teachings in Zhao render each and every element of claim 1 obvious. Clearly, Zhao does not 
teach the backlight controller presently claimed, a feature which, as noted above, does not 
and could not appear anywhere in Muurinen. There is simply no teaching or suggestion 
anywhere in the cited references that could lead a person skilled in the art to "a backlight 
controller responsive to the active input mode provided by the input mode selector for 
controlling at least one light source to selectively illuminate one of the at least two pre-existing 
indicia on the plurality of keys, the illuminated indicia defining an active portion of the keyboard 
of the mobile device." Without a reference to a backlight controller responsive as that of 
present claim 1, there can be no suggestion of the solution taught by the present claims. 

Thus, the only plausible reason for a person to attempt a combination of Muurinen and Zhao 
would be to take the device as claimed in claim 1 as a blueprint for piecing together Muurinen 
and Zhao to defeat the patentability of the device as claimed in claim 1 . In other words, in the 
absence of evidence to the contrary, the Examiner has improperly used the Applicants' own 
disclosure against the Applicants. 
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Design Choice Analysis 

In rejecting claim 7, the Examiner recognized that the cited references fail to disclose or 
suggest all elements of claim 7, but the Examiner asserted that the missing element was a 
matter of "choice of design." 

It is important to recognize that an Examiner has a burden of proof, not a burden of assertion. 
In this case, there was no evidence that there was indeed a choice of design or that one 
skilled in the art would have been motivated to make that choice. See In re Chu, 66 F.3d 292, 
36 USPQ2d 1089 (Fed. Cir. 1995) (there must be evidence in the record to support the notion 
that there is indeed a design choice and that one skilled in the art would be motivated to 
modify a reference to make that choice). 

Response to Applicants Arguments dated January 5, 2009 

As noted above, the Examiner has apparently conceded that Muurinen does not teach or 
suggest an input mode selector. Applicants note, however, that Examiner has made 
apparently contradictory findings, namely that "Muurinen ... teaches an input mode selector" 
(Office Action page 2) and the issue "regarding the claimed (automatic) 'input mode selector', 
which was previously rejected by the Muurinen reference, is now addressed by using a new 
prior art, Zhao et al...." 

Applicants believe that the former conclusion (that Muurinen discloses such an element) was 
an inadvertent error. 

In the event that the Examiner continues to maintain that Muurinen discloses an input mode 
selector, however, the Examiner's rejections are in error for the following additional reasons: 
(1 ) Muurinen does not disclose or suggest an input mode selector for reasons argued 
previously; and (2) the Examiner has failed to address arguments presented by the applicant 
in the response dated January 5, 2009. 

The arguments that Muurinen does not disclose or suggest an input mode selector have 
already been argued at length. Rather than repeat those arguments here, the Applicant will 
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merely refer the Examiner to the arguments already of record. The Examiner has not 
responded to those arguments (except with an assertion of mootness, effectively saying that 
Zhao discloses the element even if Muurinen does not). If the Examiner relies upon any 
ground other than mootness, then the Examiner has not complied with the obligation to 
consider the Applicants' arguments and failed to answer the substance of the arguments, 
Such an analysis is required by MPEP 707.07(f) ANSWER ALL MATERIAL TRAVERSED. 

Withdrawal of the rejections under 35 USC §103 is respectfully requested. 

Applicants submit that the Examiner's rejections have been addressed and requests early 
reconsideration and allowance of this application. 

The Commissioner is hereby authorized to charge any additional fees, and credit any over 
payments to Deposit Account No. 501593, in the name of Borden Ladner Gervais LLP. 



Respectfully submitted, 
LAZARIDIS, Mihal 



By: / Mukundan Chakrapani / 
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